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REMARKS/ARGUEMENTS 


in the Specification, the Abstract has been amended according to Examiner's 

rrcr * ,he - * - — - - ~ ~ 

In view of the above amendments and the fo.lowing remarks, reconsideration of 
the outstanding Office Action is respectfully requested. 

I , . Th ^' tematiVe rcjeCti0 " of ^nded (i.e., corrected per Examiner's 

object.on) Clam, 1 under 35 USC § 102(b) as being anticipated by Jamieson et a/ (U S 
Patent No. 2,647,762) is respectfully traversed. 

According to MPEP 706.02(b) a rejection based on 35 U.S.C. 102(b) can be 
overcome by persuasive* arguing that the Cairns are patentably distinguishable from 
he pnor art. Therefore, as all the elements of the claim in question are not present in 
Jam,eson et a,, patent, the claim in question is not anticipated by Jamieson et at and 
-s, thus, patentably distinguishable from the art disclosed by Jamieson et a,. 
With respect to currently amended Claim 1, Claim 1 encompasses a - 
"A foldable golf-bag transporting hand-cart/golf-bag assembly, comprising: 

a) a golf-bag; 

b) a foldable golf cart, and 

c) mounting means for securely, reversibly mounting said golf-bag on said 
golf cart, where said mounting means pfevide* ^ovi^ for said bag to maintain a 
stable vertical position in a rest position free from the need to use mounting 
straps or biasing mounting members." 

To reiterate: Applicant's claims a hand-cart/golf-bag assembly mounting means 
that provides for said hag to nWntnin a ^hlr vertical in a rest ^ ^ 

from the need to use mounting straps or bjasing mau n jjgg m. m h ere 
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ground when the device is in use To ho d I n "** ^ °" ^ 

enoaoed in h« I 30 UP " 9ht POSition wfli|e »e player is 

engaged ,n h,s game and leaves the device standing nearby » Lines 53 57 , , • Z 
position" as used by Jamieson et si . ~ Up " ght 

y jamieson et at. does not mean a vertically upright position it 
jeans. according t0 tne Mngi , hat ^ fe J IZTIZ 46 

egrees. As was stated in Applicant's application as filed, the bag hoJersta are 
known to Applicant all support a 9 o,f bag in sucn an inc(ined posjtjo wni 
he r « a, f . rQd ^ ^ ^ ^ ^ ^ ^ ^ ™<££ 

2 emT ° th6r 90,f C ' UbS th3t -** °" * " the desired Cub T s 
arrangement a.so can make the bag unstab,e and apt to M over onto the ground 

' bv JTT 1 inVe^ti0^ • 35 ° ri9ina " y C ' aimed ' S °* eS this «»" . others 

by proving for the cart to hold the bag vertical.y upright, that is so that the axis the 

bag s pedicular to the ground surface. wh„e the cart is at rest all™ 

As it is well-settled that a reference cannot anticipate a claim unless that 
eference teaches and shows each and every recited feature of that cia m Tnd as 
Jameson et at. do not teach nor show a » hand n*nv™, f 1 
means that n ™ * . " ' han * , ° a 't*olH»S assembly mounting 

fr ee from the need ,o im sDmm str , ps or ^ jasin gj n 5 u Id ~ ^ . ~~ 
patentable over the cited reference. 

2. The rejection of Claims 1 -3. 6. 8. and 19 under 35 USC § 102(b) as beinc 
animated by Nordland (U.S. Patent No. 3.580.533) is respectfu.iy traversed 
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According to MPEP 706.02(b) a rejection based on 35 U.S.C. 102(b) can be 
overcome by persuasively arguing that the claims are patentably distinguishable from 
the prior art. Therefore, as all the elements of the claim in question are not present in 
the teachings of, nor shown by, Nordland, the claims in question are not anticipated by 
Nordland, therefore are patentably distinguishable from the art disclosed by Nordland, 
and, thus, Nordland cannot be used as an anticipatory reference. 

It is Applicants understanding that Nordland teaches a golf cart mounting 
apparatus that requires a removable biasing pin " . . . with an enlarged head portion 90 . 
. " which must be ". . . inserted into aligned passages 84 and 86 . . ." to rigidly maintain 
the stem 78 of the bag with the frame of the cart (see lines 43 - 46), of conversely, to 
remove the bag from the cart, the pin must first be removed. This moveable part is 
small and not being otherwise attached to the apparatus is prone to being misplaced or 
lost when not in use. 

A biasing means is well-known and accepted to be a means used to influence, 
predispose, or control the movement of a piece of machinery. Nordland's biasing pin 
controls, as in "maintains" the stem portion of the mounting means of the golf bag in its 
predetermined position on the mounting means of the cart frame so that the stem, and. 
thus, the bag, will not move away from and fall off of the cart frame. 

Applicant however, teaches and claims, . . mounting means for securely, 
reversibly mounting said golf-bag on said golf cart, where said mounting means 
Pfevides pjpyide for said bag to maintain a stable vertical position in a rest position free 
from the need to use mounting straps or biasing mounting members ." [emphasis 
added]. 

In Paragraph [0034] of the Application as originally filed, Applicant teaches: 
"FIG. 2e is an exploded view better Illustrate bag-affixed upper mounting 
assembly member 34 having wedge-shaped coupling protrusion 34a that is 
complementary to mounting recess 32a of cart-affixed upper mounting assembly 
member 32. When member 34 is mounted together with member 32 upper mounting 
assembly 30 is formed (see FIG. 1). The mounting assembly 0 f this embodiment 
provides for easy and quick mounting of bag to cart resulting in a tight, secure bag-to- 
cart connection in one simple movement. Instead of threading and tightening 
mounting straps or having to adjust fittings or biasing means, the bag is lifted only a 
few inches so that the bag-affixed mounting members are aligned over the cart- 
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affixed mourning members and the bag is then dropped into position. To remove the 
bag from the cart, the golfer need only lift the beg up a few inches ana the bag h 
released. The invention, as taught, provides for a mounting procedure that is much 
less tedtous than the systems presently available. The mounting procedure of this 
■nventton. takes only seconds, as does the dismounting procedure. Once mounted 
the sliding dovetail connection of this embodiment assures that the bag is secureiy 
positioned on the cart until the golfer deliberately dismounts the bag. Anoth er benefit 
SL W mounting ggembjy is that nn tnnls am ren„ir»n Addition^ , ha 
assem bly as (aught herein i, free from the nee d for b iasing or. o.herw^ ™„i» n 

parts, thug slgflificantly reducing — rn-ihilit, all , 

or m pair broken or won n ,rts .t is obvious, therefore, that the invention disclosed 
herein has responded to the heretofore unmet need in the art for means to quickly 
easily, and reversibly secure a golf-bag to a handort [emphasis added]. 

As it is well-settled that a reference cannot anticipate a claim unless that 
reference teaches and Sn0 ws each and every recited feature of that claim and as 
Nordland does not teach a - . . . hand-cart/golf-bag assembly mounting means that 
provtdes for said bag to maintain a stable vertical position in a rest position free from the 
" eed >0 USe ™ unti "9 straps or biasino mounts members ...» as is claimed by 
Apphcant, Applicant believes independent Claim 1, for the reasons given above, to be 
patentable over the cited reference. 

Regarding Claim 2. Claim 2. besides depending on Claim 1 and thus being 
patentable for the reasons just presented, additionally recites: 

• wherein the reversible mounting of the first and third mounting members onto the 
second and fourth members, respectively providing for secure, reversible mounting of 

said golf-bag on said golf cart free from the ,„ „ M ^ , ^.-^ mm 

member, t?r moveable mo untina pa rts- [emphasis addedj. 
As Nordland does not teach mounting a golf bag onto a golf cart wherein the 
m0Un,lng * free from the need to us e straps a h iasino mounts r™ mbe r. or movggbje 
mounting parts , Nordland cannot be used to anticipate Claim 2, thus Applicant 
respectfully submits that Claim 2 is in condition for patenting. 
Furthermore, regarding Claim ig, which recites the: 

. secure, reversible mounting of said golf-bag on said golf cart free from fh« need 
to use straps a biasing mounting member , or moyaafrle m ountirja^arts'' [emphasis 
added], 
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Nordland does not teach mounting a golf bag onto a goff cart wherein the mounting is 
free from the need to use straps, a biasin o mounting member or moveable mounting 
parts, Nordland cannot be used to anticipate Claim 19, thus Applicant respectfully 
submits that Claim 1 9 is in condition for patenting. 

Regarding Claims 3, 6, and 8, which claims all depend indirectly from Claim 1 
and directly from Claim 2 and therefore recite all of the limitations of the claims from 
which they depend, are also patentable, for the reasons given above. 

3. The rejection of Claims 4 and 9 under 35 USC § 103(a) as being unpatentable 
over Nordland (U.S. Patent No. 3,580,533) as applied to Claim 2 above and further in 
view of Hoitz (U.S. Patent No. 4,950,003) is respectfully traversed as Applicant 
respectfully contends that Examiner, for the reasons given below, has not established a 
prima facie case of obviousness. 

MPEP 2143: To establish a prima facie case of obviousness, three basic criteria 
must be met. First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art, to modify the reference or to combine reference teachings. Second, there must 
be a reasonable expectation of success. Finally, the prior art reference (or references 
when combined) must teach or suggest all the claim limitations. That is: "All words in a 
claim must be considered in judging the patentability of that claim against the prior art." 
In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970), and moreover, if 
an independent claim is nonobvious under 35 U.S.C. 103, then any claim depending 
therefrom is nonobvious. In re Fine, 837 F,2d 1071, 5 USPQ2d 1596 (Fed. Cir.1988). 
MPEP 2143.03. 

Analyzing the subject matter "as a whole" as required by W.L Gore & 
Associates, Inc. v. Garlock, Inc., 721 F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983), cert, 
denied, 469 U.S. 851 (1984) Applicant provides for a device wherein the mounting js 
free from the need to use straps a biasing m ounting member, or moveable mounting 
parts. Nordland, as discussed above, does not teach or show wherein the mounting js_ 
free from th e need to use straps, a biasing mounting member, or moveable mounting 
parts, such as Nordland's requiring the use of pin 88. 
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the present invent™, and as Ho,tz does no, teach a cart for a golf bag or for any sim J 
U.S.C. 103. Therefore, it is respectful submitted that a obviousness of . 

SSLr*" " " ^ eStabfehed ^ ** C ' aimS 4 - d 9 

Ll ? ?M?o° n ° f ° ,aim 7 ° nder 35 US ° § 1 ° 3(a) 38 bein 9 -Patentable over 
Nordland (U.S. Patent No. 3. 58 0, 533) as applied to Claim 2 above and further in view of 

contends that E *am,ner, f or ^ reasons gjven be)QW has ^ ^ J 

case of obviousness. 

Nordland. as discussed above, does not provide for a device wherein the 
' n9 » «S a hia.ing^untinc member or mWMM ^ 

connection between the bag and the support. 

Thus, it is shown that Nordland does not teach a.l of the limitations claimed by 

IT ,n T° a 38 " * te3Ch 3 SUPP ° rt frame that is ^ed to the 
9 olf bag (see Abstract, Mne 4, and Figure 1 that shows rigidly affixing pin 40 for 
example so that a golf bag cannot be reversibiy mounted and dismounted to the 

Ztd r7' 7 COmParSd t0 APP "' Car>fS *** f ° r Whfch — ibte is 
cla,med ,„ Cla.m 1. ■. . mounti , g means for secufE(y revefsi6ly mountjng . 

from which Claim 7 indirect* depends, it is thus shown that neither alone norin 
comb,nat,on. do Nordland and Kao * a , teach al( of the limitations of AppKcanfs Calms 
. 2, and 7, and as. according to MPEP 2143, the prior art reference must teach or 
suggest a« of the claimed limitations it foNows that dependent Claim 7 Is nonobvious 
under 35 U.S.C. 103. Therefore, it is respectfully submitted that a ^ Z 

r~r c,a,med invention bas not been - - « — 7 - 
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»• The rejection of Claim 10 under 35 use s «*, » 

**tand (U.S. Paten, No 3 580 533, 11 r § ^ " ^ "V"*"** over 
Kao « a, (U . S . P atent No 5 ^ " ^ t0 ^ 3 *~ and further in view of 

-tends that Examined ^^TT*™**^ 1 *^ 
case of obviousness. ''^ ^ h3S "* a p„m a fec/e 

2 -3. the prior art reference mus{ teach « ; « -L accord^ ,o MPEP 

follows that dependent Claim 10 is nonoh/ ^ " mitat '° ns « 

patentable. -no°v,ous under 35 U.S.C. 103 and thus, 

6. Examiner has acknowledged that Claim* n « 

matter. ^ 1 1 " 18 ™ directed * *«°wab.e subject 

7. Examiner has objected to Claims 5 and 20 as b*n„ h „ 

base cairn, but would be al.owabte if reJ en n 2 ^ ' 

^ the base Cairn end an y in^c^T ^ **** " * - 

~ p, r: s t: ™ r: c,aims 1 2 - 19 - 

Claims 1, 2 , and 1 9 are also in condifon for 3^ " 

1^:"" " ^ " rGCOrd " * — « * as cited and has been 
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